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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

1. Claims 19-21, 23, and 70-72 are rejected under 35 U.S.C. 102(e) as being anticipated by 

Shanahan (US Patent 6,496,692). 

Claim 19 is limited to a user-programmable audio alert system. Shanahan 
discloses a method and apparatus for programming user-defined information into an 
electronic device. See Abstract. In particular, Shanahan allows multiple types of user- 
defined audio files, i.e. audio alerts, to be stored within a portable electronic device. 
See column 3, lines 25-33. The files are retrieved in response to a programmable 
event, which inherently suggests a plurality of data structures, each data 
structure. . .programmed by a user to detect . . .one of a plurality of distinct audio alert 
triggering events and relate. . .the triggering event[s]. . .to one of the plurality of audio 
alerts. The user programmed event and retrieval also must be inherently stored in a 
device having storage. As seen in figure 7, the portable device includes a loudspeaker 
(540) for reproducing stored audio files, i.e. an emitter. The disclosure of column 3, 
lines 25-33, clearly suggest emitting an audio alert upon the occurrence of any one of a 
plurality of predetermined events. Some concrete examples of this are incoming call 
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reception and the passage of a predetermined time. See column 7, line 60 through 
column 8, line 5. Therefore, Shanahan anticipates all limitations of the claim. 

Claim 20 is limited to the system of claim 19, as covered by Shanahan. One 
example of a portable wireless device envisioned within the disclosure of Shanahan is a 
wireless telephone. See column 3, lines 6-15. Therefore, Shanahan anticipates all 
limitations of the claim. 

Claim 21 is limited to the system of claim 19, as covered by Shanahan. 
Shanahan discloses transmitting signature files, which comprise audio information to a 
called party, such that upon reception of the signature file, the emitter of the called party 
reproduces the audio information of the signature file. See column 7, lines 36-59. 
Shanahan further discloses a method for transmitting said signature file as seen in 
figure 10, steps 150-167. The file is transmitted, and inherently stored and reproduced 
at the receiving device, i.e. wherein the device is programmable to transmit the plurality 
of audio alerts to another device having storage for storing data and an emitter fro 
emitting the plurality of audio alerts. Also see column 1 1 , lines 43-57. Therefore, 
Shanahan anticipates all limitations of the claim. 

Claim 23 is limited to the system of claim 19, as covered by Shanahan. 
Shanahan discloses that the audio files, i.e. audio alerts, are digitally stored in a plurality 
of formats, see column 3, lines 51-53. Each digital format must inherently be converted 
from its stored digital representation into an analog signal for reproduction by the 
emitter, wherein digital-to-analog conversion corresponds to modulation. It follows that 
each triggering event has an external variable, such as the passage of time or the 
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desire to make a phone call, and the conversion, i.e. modulation, occurs dependent on 
the state of this variable. Therefore, Shanahan anticipates all limitations of the claim. 

Claim 70 is limited to the system of claim 19, as covered by Shanahan. 
Shanahan discloses storing audio alerts in MIDI format, i.e. wherein at least one of the 
plurality of audio alerts comprises a sequence of numbers and wherein each number 
further comprises a distinct musical tone. Therefore, Shanahan anticipates all 
limitations of the claim. 

Claim 71 is limited to the system of claim 19, as covered by Shanahan. 
Shanahan discloses editing alerts using the programmer, which resides in a personal 
computer (figure 4A and figure 4B, elements 90, 95). See column 5, line 54 through 
column7, line 35. Therefore, Shanahan anticipates all limitations of the claim. 

Claim 72 is limited to the system of claim 19, as covered by Shanahan. 
Shanahan discloses embedding the programmer, depicted in figure 7, which performs 
editing features, into the device. The device is cellular telephone (column 1 , line 43 
through column 2, line 20) programmed using a keypad. Therefore, Shanahan 
anticipates all limitations of the claim. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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2. Claims 41-43, 45, 63-65 and 67 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Shanahan. 

Claims 41-43 and 45 are limited to essentially the same subject matter as claims 
19-21 and 23, respectively, as covered by Shanahan. However, claims 41-43 and 45 
recite a plurality of lists instead of a plurality of data structures as in claims 19-21 and 
23. In fact, Shanahan does not specifically recite how the associations between audio 
alert triggering events and audio alerts are stored in memory. 

However, the examiner takes Official Notice of the fact that arrays were well- 
known data structures at the time of the invention. Data structures are used to simplify 
the organization of data in a computer, especially when programming with object- 
oriented languages. Any number of elements, or in this case, audio alerts, can be 
accessed and modified with ease with high-level function calls. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to organize the digitally-stored audio alerts into an array to take advantage of 
their ease of use in programming. 

Claims 63-65 and 67 are limited to essentially the same subject matter as claims 
19-21 and 23, respectively, as covered by Shanahan. However, claims 63-65 and 67 
recite a plurality of lists instead of a plurality of data structures as in claims 1 9-21 and 
23. In fact, Shanahan does not specifically recite how the associations between audio 
alert triggering events and audio alerts are stored in memory. 

However, the examiner takes Official Notice of the fact that lists were well-known 
data structures at the time of the invention. Data structures are used to simplify the 
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organization of data in a computer, especially when programming with object-oriented 
languages. Any number of elements, or in this case, audio alerts, can be accessed and 
modified with ease with high-level function calls. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to organize the digitally-stored audio alerts into a list to take advantage of their 
ease of use in programming. 

3. Claim 74 is rejected under 35 U.S.C. 103(a) as being unpatentable over Shanahan in view 
of Skorko (US Patent 6,560,466). 

Claim 74 is limited to the system of claim 23, as covered by Shanahan. 
Shanahan discloses providing user-defined alert tones, but does not modify their 
behavior in response to relative distance. Therefore, Shanahan makes obvious all 
limitations of the claim with the exception wherein the external variable comprises 
relative distance information. 

Skorko teaches modulating the volume of a ring tone (i.e. alert tone) based on 
the distance of a body from the phone to prevent scaring users when they are close to 
the phone and receive a request for a ring tone (column 1 , lines 25-63). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to include the volume modulating apparatus as taught by Skorko into the 
cellular phone of Shanahan for the purpose of not scaring someone that is close to a 
ringing telephone. 


Application/Control Number: 1 0/051 , 1 94 Page 7 

Art Unit: 2644 

4. Claim 76 is rejected under 35 U.S.C. 103(a) as being unpatentable over Shanahan in view 
of Mulla et al. (US Patent 6,311,896). 

Claim 76 is limited to the system of claim 23, as covered by Shanahan. 
Shanahan discloses providing audio alerts, in particular, when an incoming call is 
detected, but suggests that other user programmable events are detected. See column 
3, lines 37-40. Therefore, Shanahan makes obvious all limitations of the claim with the 
exception wherein the external variable comprises retail information. 

Mulla teaches integrating a bar code scanner into a cellular telephone (column 
12, lines 14-18) to provide a way for consumers to shop or prepare their shopping lists 
(column 9, lines 61-65). The scanner provides an audio indication of the success of 
scanning activities (i.e. retail information) (column 9, lines 23-45) (table 1). The act of 
scanning a properly formatted barcode corresponds to an audio alert triggering event 
and whether the barcode is of proper format corresponds to the external variable, which 
causes analog-to-digital conversion, i.e. modulation, of a stored audio alert. It would 
have been obvious to one of ordinary skill in the art at the time of the invention to 
integrate the bar code scanner as taught by Mulla into the cellular telephone of 
Shanahan for the purpose of allowing consumers to shop or prepare their shopping lists 
with the device. 

When integrated with the system of Shanahan, the audio indication provided by 
the scanner is personalized in the spirit of the invention of Shanahan. 

It would have been obvious to use a user created audio alert as taught by 
Shanahan to personalize the audio alert generated by the scanner of Mulla simply for 
the purpose of allowing full customization of a portable electronic device. 


Application/Control Number: 10/051,194 
Art Unit: 2644 


Page 8 


5. Claims 77 and 78 are rejected under 35 U.S.C. 103(a) as being unpatentable over Shanahan 
in view of Mulla and further in view of Lemelson et al. (US Patent 5,945,656). 
Claim 77 is limited to the system of claim 77, as covered by Shanahan in view of 

Mulla. Mulla teaches providing product and other information to a consumer from a 
merchant, however, Mulla discloses no details as to how to alert and display this 
information to the consumer. Therefore, Shanahan in view of Mulla makes obvious all 
limitations of the claim with the exception wherein an audio alert is modulated according 
to product information, 

Lemelson teaches generating audio-based product information with respect to a 
scanned bar code to prevent false scanning of unrelated bar codes (column 7, lines 20- 
36). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the audio alert system of Mulla to transduce scanned bar codes into 
readily understandable audio alerts that relate to product information for the purpose of 
insuring that a scanned bar code relates to a particular item. 

Claim 78 is limited to the system of claim 78, as covered by Shanahan in view of 
Mulla. Mulla teaches providing price and other information to a consumer from a 
merchant, however, Mulla discloses no details as to how to alert and display this 
information to the consumer. Therefore, Shanahan in view of Mulla makes obvious all 
limitations of the claim with the exception wherein an audio alert is modulated according 
to price information. 
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Lemelson teaches generating audio-based price information with respect to a 
scanned bar code to prevent false scanning of unrelated bar codes (column 7, lines 20- 
36). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the audio alert system of Mulla to transduce scanned bar codes into 
readily understandable audio alerts that relate to product information for the purpose of 
insuring that a scanned bar code relates to a particular item. 

6. Claims 73 and 75 are rejected under 35 U.S.C. 103(a) as being unpatentable over Shanahan 
in view of Kennedy, III et al. (US Patent 6,535,743). 

Claim 73 is limited to the system of claim 23, as covered by Shanahan. 
Shanahan discloses providing audio alerts, in particular, when an incoming call is 
detected and suggests that other user programmable events are detected, however, 
Shanahan does not include way to vary audio signals based on GPS information. 
Therefore, Shanahan makes obvious all limitations of the claim with the exception 
wherein the external variable comprises global positioning information. 

Kennedy teaches implementing a GPS tracking unit into a cellular telephone so 
that customized audio alerting directions may be downloaded and played to a user in 
case they are lost (column 2, line 58-column 3, line 6). The reception of directions at 
step (634) of figure 13B corresponds to an audio alert triggering event, the location of 
the cellular telephone as determined by GPS clearly corresponds to the global 
positioning information, and content of directions corresponds to user created audio 
alerts whose content is modulated by the GPS information. 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to implement the GPS tracking and direction system as taught by Kennedy 
into the cellular telephone of Shanahan for the purpose of providing directions to a user 
if they become lost. 

Claim 75 is limited to the system of claim 23, as covered by Shanahan. 
Shanahan discloses providing audio alerts, in particular, when an incoming call is 
detected and suggests that other user programmable events are detected, however, 
Shanahan does not include way to vary audio signals based on directional information. 
Therefore, Shanahan makes obvious all limitations of the claim with the exception 
wherein the external variable comprises directional information. 

Kennedy teaches implementing a GPS tracking unit into a cellular telephone so 
that customized audio alerting directions may be downloaded and played to a user in 
case they are lost (column 2, line 58-column 3, line 6). The reception of directions at 
step (634) of figure 13B corresponds to an audio alert triggering event the location of 
the cellular telephone as determined by GPS clearly corresponds to the directional 
information, and content of directions corresponds to user created audio alerts whose 
content is modulated by the GPS information. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to implement the GPS tracking and direction system as taught by Kennedy 
into the cellular telephone of Shanahan for the purpose of providing directions to a user 
if they become lost. 
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7. Claim 68 is rejected under 35 U.S.C. 103(a) as being unpatentable over Shanahan in view 
of Kaizu et al. (US Patent Application Publication 2004/0015989). 
Claim 68 is limited to the system of claim 19, as covered by Shanahan. Clearly, 

Shanahan discloses a portable electronic device, e.g. a wireless telephone, which is 
responsive to a plurality of audio alert triggering events programmed by a user. See 
column 3, lines 37-40. One example given is the reception of an incoming call, i.e. a 
ringing signal. However, Shanahan simply does not disclose the reception of an 
electronic mail message. 

The examiner takes Official Notice of the fact that receiving e-mail at a wireless 
telephone was well known at the time of the invention. E-mail has been established as 
a convenient method of communication between remote users. It is quick and allows 
any amount of electronic information to be shared between people, such as music or 
video files as well as text messages. It is also well known to associate sounds with 
incoming emails. Evidence of this is provided by the disclosure of Kaizu, who allows a 
user to associate a ringtone with the URL of an e-mail sender. See paragraphs 201- 
205. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to include an e-mail system as was known in the prior art and allowing a user 
to establish a ringtone associated with the e-mail sender's URL as was also known in 
the art and as evidenced by Kaizu for the purpose of enabling e-mail communications 
for the advantageous reasons stated above and for uniquely identifying the sender of 
each e-mail in the spirit of unique caller identification through associated ringtones. 
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Allowable Subject Matter 

The following is a statement of reasons for the indication of allowable subject 
matter: 

8. Claims 22, 44 and 66 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

Claim 22 is limited to the system of claim 21, as covered by Shanahan. While 
Shanahan discloses programming the portable electronic device to respond to a 
plurality of different audio alert triggering events, inherently generating a plurality of 
associated data structures, there is no suggestion that those data structures are 
transferable to another device. While it is quite possible that the memory of one device 
can be physically swapped with the memory of another device, this does not constitute 
the device as being programmable to do so. Thus, claim 22 is allowable over 
Shanahan. 

Claims 44 and 66 are limited to essentially the same subject matter as claim 22, 
and are allowable over Shanahan for at least the same reasons. 

Response to Arguments 

Applicant's arguments, filed 22 February 2005, with respect to claims 19-23, 41- 
45, 63-68 and 70-78 have been considered but are moot in view of the new ground(s) of 
rejection. 


Conclusion 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Walter F Briney III whose telephone number is 571-272- 
7513. The examiner can normally be reached on M-F 8am - 4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sinh Tran can be reached on 571-272-7564. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 
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